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DETAILED ACTION 

Response to Amendment 

1. Claims 1, 9, 20 have been amended. Claims 17-19 have been canceled. 
Claims 24-26 have been added. Claims 1-16, 20-26 are pending. 

Drawings 

2. Figure 4 should be designated by a legend such as --Prior Art-- because only 
that which is old is illustrated; since the applicant has stated, (date 04/15/2010, page 2, 
lines 16-18), that prior art teaches "numerous small transfers are interleaved with fewer 
large transfers, fragment size is tuned for different circumstances to achieve the best 
aggregate throughput'. See MPEP § 608.02(g). Corrected drawings in compliance with 
37 CFR 1.121 (d) are required in reply to the Office action to avoid abandonment of the 
application. The replacement sheet(s) should be labeled "Replacement Sheet" in the 
page header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of the drawing 
figures. If the changes are not accepted by the examiner, the applicant will be notified 
and informed of any required corrective action in the next Office action. The objection to 
the drawings will not be held in abeyance. 

3. The drawings are objected to because: 

The applicant has stated (date 04/15/2010, page 2, lines 12-13, "In the gateway device, 
the fragment size is set at configuration time to 50%") that prior art teaches "wherein the 
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remaining portion corresponds to half of the payload of the incoming packet" - a drawing 
labeled as -Prior Art-- that depicts this statement is required. 

Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121 (d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Specification 

4. Applicant is reminded of the proper content of an abstract of the disclosure. 

A patent abstract is a concise statement of the technical disclosure of the patent 
and should include that which is new in the art to which the invention pertains. If the 
patent is of a basic nature, the entire technical disclosure may be new in the art, and the 
abstract should be directed to the entire disclosure. If the patent is in the nature of an 
improvement in an old apparatus, process, product, or composition, the abstract should 
include the technical disclosure of the improvement. In certain patents, particularly 



Application/Control Number: 10/708,027 



Page 4 



Art Unit: 2465 

those for compounds and compositions, wherein the process for making and/or the use 
thereof are not obvious, the abstract should set forth a process for making and/or use 
thereof. If the new technical disclosure involves modifications or alternatives, the 
abstract should mention by way of example the preferred modification or alternative. 

The abstract should not refer to purported merits or speculative applications of 
the invention and should not compare the invention with the prior art. 

Where applicable, the abstract should include the following: 

(1) if a machine or apparatus, its organization and operation; 

(2) if an article, its method of making; 

(3) if a chemical compound, its identity and use; 

(4) if a mixture, its ingredients; 

(5) if a process, the steps. 

Extensive mechanical and design details of apparatus should not be given. 

5. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. The form and legal 
phraseology often used in patent claims, such as "means" and "said," should be 
avoided. The abstract should describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

6. The abstract of the disclosure is objected to because it only contains what is well 
known in the art. Correction is required. See MPEP § 608.01(b). 



7. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following suggestion regarding the title is provided: The current title is well 
known in the art - it appears that the invention is directed towards a method of storage 



Application/Control Number: 10/708,027 Page 5 

Art Unit: 2465 

(communication dated 03/20/2009, page 2 last paragraph through page 3 line 8). A title 
which describes the storage method would be a better indication of the invention. 

Information Disclosure Statement 

8. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

9. Page 1 [0004] lines 1 -2 state: "As stated in Requests for Comments (RFC) 
document number 2516, which is incorporated herein by reference". 

1 0. The Requests for Comments (RFC) document number 2516 must be submitted 
in a proper information disclosure statement. 

1 1 . Figures 1 -3 are labeled Prior art - the document that these figures originate from, 
must be submitted, in a proper information disclosure statement. 

Claim Rejections - 35 USC § 101 

12. 35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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13. Claims 1-16, 20-26 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter - the claimed invention is directed to 
a judicial exception to 35 U.S.C. 101 , an abstract idea. 

The claimed invention would impermissibly cover every substantial practical application 
of, and thereby preempt all use of, an abstract idea, natural phenomenon, or law of 
nature. 

The claimed invention would impermissibly cover every substantial practical application 
of, and thereby preempt all use of, an abstract idea of taking a quantity, breaking the 
quantity into two pieces, wherein the first piece is smaller and the second piece is 
larger. 

14. A drawing that illustrates the invention follows: 
incoming packet: 



fragmented packet: 




The prior art teaches that 

a) First and second portion are equal, or 

b) First portion is larger than the second portion, or 
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c) First portion is smaller than the second portion. 

Applicant states that under all possible physical conditions, "Condition c" is the only 
choice to be made. 

However, it is well known that when a quantity is broken into two pieces, the resulting 
pieces are either equal or the first piece, is larger or smaller, than the second piece. 
The invention appears to be distinguishing itself by stating that when the quantity is 
broken into two pieces, the first piece is, under all possible physical conditions, always 
smaller than the second piece. 

The claimed invention would impermissibly cover every substantial practical application 
of, and thereby preempt all use of, an abstract idea of taking a quantity, breaking the 
quantity in two pieces, wherein the first piece is always smaller than the second piece. 

Furthermore, the applicant has dismissed the prior art of ATM communication systems, 
in use, starting in the 1990s, which starts with "Condition c" - but recursively applies the 
same algorithm, namely taking the "Second portion" and applying the "Condition c" to it. 
In voice over internet communication systems, it is advantageous to fragment a large 
packet, and transmit a small packet first; take the remaining larger portion, fragment it 
again, and transmit another small packet, and so on and so forth. This action is 
needed, since in a real world communication system, packets are competing with other 
packets for bandwidth - small packets need to be transmitted to avoid communication 
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system congestion, thus permitting them to get to their destination, when a large packet 
would not reach its destination. 

Applicant's statement that this technology (utilized in the marketplace starting in the 
1990s) is not applicable, and taking congestion, in a real world communication system, 
into account, is improper hindsight gleaned from the applicant's own disclosure (priority 
date 02/03/2004); and further that the invention is different, since in the invention, the 
entire "Second portion" will be transmitted all at once, irrespective of the communication 
system congestion and other conditions - appears to be driving at an abstract concept. 

In addition, the applicant has dismissed the prior art of (date 04/15/2010, page 2, lines 
1 2-1 3, "In the gateway device, the fragment size is set at configuration time to 50%") 
and (date 04/15/2010, page 2, lines 16-18, "numerous small transfers are interleaved 
with fewer large transfers, fragment size is tuned for different circumstances to achieve 
the best aggregate throughput'). This prior art starts with "condition a" and then utilizes 
"condition b or c" to accommodate the availability of bandwidth to the gateway device. 
The applicant states that the prior art discloses "fragment size is tuned' and that the 
invention only utilizes "condition c" always, irrespective of whether there is available 
bandwidth to transmit a large "fragment size". The reason provided by the applicant is 
that the disclosed the invention is directed towards a method of storage (communication 
dated 03/20/2009, page 2 last paragraph through page 3 line 8), and utilization of 
"condition c" all of the time, irrespective of whether there is sufficient available 
bandwidth to transmit a large fragment, would lead to efficient utilization of memory 
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resources in the storage units contained in the gateway device. However, efficient 
utilization of memory resources in the storage units contained in the gateway device 
would not occur if there is insufficient bandwidth available to transmit a large fragment - 
since the large fragment would remain in the storage units and the storage units would 
not be freed for other utilization. 

Since in the claimed invention, the entire "Second portion", large fragment, will have to 
be transmitted all at once, irrespective of the communication system congestion and 
other conditions (which is a physical impossibility - when there is insufficient bandwidth 
available to transmit a large fragment) - it appears that the claimed invention is directed 
towards an abstract concept. 

Required information under 37 CFR 1. 105 

1 5. Applicant and the assignee of this application are required under 37 CFR 1 .1 05 
to provide the following information that the examiner has determined is reasonably 
necessary to the examination of this application. 

16. The Requests for Comments (RFC) document number 2516 must be submitted 
(specification: page 1 [0004] lines 1-2 incorporated herein by reference). 

1 7. Figures 1 -3 are labeled Prior art - the document that these figures originate from, 
must be submitted. 

18. In responding to those requirements that require copies of documents, where the 
document is a bound text or a single article over 50 pages, the requirement may be met 
by providing copies of those pages that provide the particular subject matter indicated in 
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the requirement, or where such subject matter is not indicated, the subject matter found 
in applicant's disclosure. 

1 9. The applicant is reminded that the reply to this requirement must be made with 
candor and good faith under 37 CFR 1 .56. Where the applicant does not have or 
cannot readily obtain an item of required information, a statement that the item is 
unknown or cannot be readily obtained may be accepted as a complete reply to the 
requirement for that item. 

20. This requirement is an attachment of the enclosed Office action. A complete 
reply to the enclosed Office action must include a complete reply to this requirement. 
The time period for reply to this requirement coincides with the time period for reply to 
the enclosed Office action. 



Claim Rejections - 35 USC §112 

21. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

22. Claims 1-16, 20-26 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 
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23. Independent claims require that "after transmitting the first outgoing packet, the 
gateway device transmitting on the network connection the second outgoing packet 
being formed according to a remaining portion of the payload stored in the storage 
units" "the remaining portion corresponds to a majority of the payload of the incoming 
packet' - consider the first outgoing packet containing one data byte, the remaining 
portion corresponds to a majority of the payload of the incoming packet - hence the 
remaining portion will be all of the data minus one byte. Now, consider a very common 
scenario in a communication system, congestion - the specification does not describe 
how the gateway device would be able to transmit a large block of data, when the 
communication system is so congested that only small data portions may be 
transmitted, at a time. 

24. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

25. Claims 1-16, 20-26 are rejected under 35 U.S.C. 112, second paragraph, as 
failing to set forth the subject matter which applicant(s) regard as their invention. 
Evidence that claims fail to correspond in scope with that which applicants regard as the 
invention can be found in the reply filed (communication dated 03/20/2009, page 2 last 
paragraph lines 5-6). In that paper, applicant has stated "a significant benefit to this 
feature is a better utilization of buffers that are internal to the gateway units 112 and 
114" , and this statement indicates that the invention is different from what is defined in 
the claims because the invention originally claimed was directed at "method for 
fragmenting an incoming packet into a first outgoing packet and a second outgoing 
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packet" versus the applicants regard as the invention an invention that is independent or 
distinct from the invention originally claimed namely "better utilization of buffers that are 
internal to the gateway units 112 and 114". The applicant has received office actions on 
the merits for the originally presented invention, which had been constructively elected 
by original presentation for prosecution on the merits. 

The - " better utilization of buffers that are internal to the gateway units 112 and 114" - 
invention is directed to a class/subclass which is different than the class/subclass 
searched regarding the claims elected in the original presentation. 

26. Claims 1-16, 20-26 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

27. Independent claims require that "after transmitting the first outgoing packet, the 
gateway device transmitting on the network connection the second outgoing packet 
being formed according to a remaining portion of the payload stored in the storage 
units" "the remaining portion corresponds to a majority of the payload of the incoming 
packet' - consider the first outgoing packet containing one data byte, the remaining 
portion corresponds to a majority of the payload of the incoming packet - hence the 
remaining portion will be all of the data minus one byte. Now, consider a very common 
scenario in a communication system, congestion, it is unclear how the gateway device 
would be able to transmit a large block of data, when the communication system is so 
congested that only small data portions may be transmitted, at a time. It is unclear what 
this communication system is - since it would not be physically realizable. 
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Response to Arguments 

28. Applicant's arguments filed 04/1 5/201 0 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hooman Houshmand whose telephone number is 
(571)270-1817. The examiner can normally be reached on Monday - Friday 8am - 5pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jay Patel can be reached on (571) 272-2988. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/H. H./ 

Examiner, Art Unit 2465 
/Jayanti K. Patel/ 

Supervisory Patent Examiner, Art Unit 2465 



